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DETAILED ACTION 
Claims 1-6 and 12- 18 are pending. This is a new ground of rejection bases 
new applied references. 



Claim Rejections 

Set of claims 1-6. 

Claims 1 and 5 are rejected under 35 USC 102 (b) as being anticipated by 
Sasaki et al. (5,888,883). 

Regarding claim 1, Sasa ki et al (5,888,883) teaches a method of producing a 
plurality of semiconductor elements by individually dividing said semiconductor 
elements formed on a substrate, said method comprising: 

removing semiconductor layers on parting lines so that (i) only an electrode- 
forming layer on a side near said substrate remains or (ii) no semiconductor layers 
remains on said parting lines; 

forming a protective film (col 1, lines 25-30)so that said semiconductor layers are 
covered with said protective film and said protective film can be removed by an after- 
process; 

scanning said substrate with a laser beam (col 1, lines 30- 40) along said parting 
lines to form separation grooves in a front surface of said substrate; and removing said 
protective film and unnecessary products produced by said laser beam scanning, 
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wherein said separation grooves formed along said parting lines by said laser beam 
scanning are used for dividing said substrate into individual semiconductor elements (col 
45-50). 

Regarding claim 5, wherein a rear surface of said substrate is polished to reduce 
the thickness of said substrate after the protective film and unnecessary product removal 
so that said substrate can be divided into individual semiconductor elements by use of 
only said separation grooves formed in said front surface of said substrate (fig 10 and 
related texts). 

Claims 1, 4 are rejected under 35 USC 102 (e) as being anticipated by Fujii et 
al. (6805808). 

Regarding claims 1, Fugii et al. teaches a method of producing a plurality of 
semiconductor elements by individually dividing said semiconductor elements formed on 
a substrate, said method comprising: 

removing semiconductor layers on parting lines so that (i) only an electrode- 
forming layer on a side near said substrate remains or (ii) no semiconductor layers 
remains on said parting lines; 

forming a protective film 5/8 (Figs. 2(a)-(f), col 1 and related texts) ) so that said 
semiconductor layers are covered with said protective film and said protective film can 
be removed by an after-process (col 5, lines 5-10); 
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scanning said substrate with a laser beam (col 1, lines 30- 40) along said parting 
lines to form separation grooves 6 in a front surface of said substrate; and removing said 
protective film and unnecessary products produced by said laser beam scanning, 

wherein said separation grooves formed along said parting lines by said laser beam 
scanning are used for dividing said substrate into individual semiconductor elements 
(fig.2f and related texts). 

Regarding claim 4, wherein rear grooves corresponding to said separation 
grooves 9 are formed in a rear surface of said substrate after the protective film 5/8 and 
unnecessary product removal (fig. 2f and related texts). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the invention 
was made to a person having ordinary skill in the art to which said subject matter pertains. Patentability 
shall not be negatived by the manner in which the invention was made. 

Claim 6 is rejected under 35 U.S.C. 103 (a) as being unpatentable over Fujii 
et al. (6805808) in view of the following remark. 

Regarding claim 6, Fujii et al. teaches the claimed invention as applied to claim 1 
including wherein a rear surface of said substrate is polished said substrate after the 
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protective film and unnecessary product removal and rear grooves corresponding to said 
parting lines are then formed in a rear surface of said substrate (Figs. 2c- 2f and related 
texts) ) except for a rear surface of said substrate is polished to reduce the thickness of 
said substrate as cited in current claim. 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to polish a rear surface of said substrate to reduce the thickness of 
said substrate Fugii f s method in order to obtain the best trenches in rear surface of the 
substrate to simplify the breaking operation of the wafer to be performed in the latter part 
of the process. 

Regarding claims 2-3, see Reasons for Indication of Allowable Subject Matter 

below. 

Set of claims 12- 18 

Claims 12 and 17 are rejected under 35 USC 102 (b) as being anticipated by 
Sasaki et al. (5,888,883). 

Regarding claim 12, Sasa ki et al. teaches a method of producing a plurality of 
semiconductor elements by individually dividing said semiconductor elements formed on 
a substrate, said method comprising: 
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removing semiconductor layers on parting lines so that (i) only an electrode- 
forming layer on a side near to said substrate remains on said parting lines or (ii) there is 
no semiconductor layer on said parting lines; and 

scanning said substrate along said parting lines with a laser beam to thereby form 
broken line-shaped or dot line-shaped separation grooves (col 1, lines 30-35), 

wherein said broken line-shaped or dot line-shaped separation grooves formed by 
laser beam scanning along the parting lines are used so that said substrate is divided into 
individual semiconductor elements (col 1, lines 45-50). 

Regarding claim 17, wherein before said separation grooves are used for 
dividing said substrate into elements, a rear surface of said substrate is polished to reduce 
a thickness of said substrate so that said substrate can be divided into individual 
semiconductor elements only by said separation grooves formed in the front surface of 
said substrate (fig. 10 and related texts). 

Claims 12 and 15, 16 are rejected under 35 USC 102 (e) as being anticipated 
by Fujii et al. (6805808). 

A Fujii et al. teaches a method of producing a plurality of semiconductor elements 
by individually dividing said semiconductor elements formed on a substrate, said method 
comprising: 
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removing semiconductor layers on parting lines so that (i) only an electrode- 
forming layer on a side near to said substrate remains on said parting lines or (ii) there is 
no semiconductor layer on said parting lines; and 

scanning said substrate along said parting lines with a laser beam to thereby form 
broken line-shaped or dot line-shaped separation grooves 6 (figs. 2a- 2f and related texts) 
, wherein said broken line-shaped or dot line-shaped separation grooves formed by laser 
beam scanning along the parting lines are used so that said substrate is divided into 
individual semiconductor elements (fig.2f and related texts) . 

Regarding claim 15, forming a protective film 5/8 (fig. 2c and related texts) so 
that layers formed on a front surface side of said substrate are covered with said 
protective film before the laser beam scanning and said protective film can be removed 
by an after-process; and removing said protective film and unnecessary products 
produced due to laser beam scanning after the laser beam scanning (fig. 2e and col 5, 
lines 5-10). 

Regarding claim 16, wherein before said separation grooves are used for dividing 
said substrate into elements, rear grooves 9 corresponding to said parting lines are 
formed in a rear surface of said substrate (fig. 2f and related texts) . 
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Claim 18 is rejected under 35 U.S.C. 103 (a) as being unpatentable over Fujii 
et ah (6805808) in view of the following remark. 

Fujii et al. teaches the claimed invention as applied to claim 1 including wherein a 
rear surface of said substrate is polished said substrate after the protective film and 
unnecessary product removal and rear grooves corresponding to said parting lines are 
then formed in a rear surface of said substrate (Figs. 2c- 2f and related texts) ) except for 
a rear surface of said substrate is polished to reduce the thickness of said substrate as 
cited in current claim. 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to polish a rear surface of said substrate to reduce the thickness of 
said substrate Fugii 's method in order to obtain the best trenches in rear surface of the 
substrate to simplify the breaking operation of the wafer to be performed in the latter part 
of the process. 

Regarding claims 13-14, see Reasons for Indication of Allowable Subject Matter 

below. 

Reasons for Indication of Allowable Subject Matter 
Claims 2- 3 and 13-14 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims, since the prior made of record 
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and considered pertinent to the applicant's disclosure does not teach or suggest the 
claimed limitations. Sasaki et al. (U.S. Patent No. 5,888,883) and Fujii et al. (U.S. Patent 
No. 6,805,808) and Background of Invention , taken individually or in combination, do 
not teach the claimed invention having the semiconductor layer removal is carried out in 
an electrode-forming etching process for exposing an electrode-forming portion of an 
electrode- forming layer on a side near said substrate by etching and wherein in the 
semiconductor layer removal, electrode-forming layer side part of said substrate on said 
parting lines is also removed by dicing. 

When responding to the office action, Applicants' are advice to provide the 
examiner with the line numbers and page numbers in the application and/or references 
cited to assist the examiner to locate the appropriate paragraphs. 

A shortened statutory period for response to this action is set to expire 3 (three) 
months and 0 (zero) day from the day of this letter. Failure to respond within the period 
for response will cause the application to become abandoned (see M.P.E.P 710.02(b)). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dung A. Le whose telephone number is (571) 272-1784. The 
examiner can normally be reached on Monday-Tuesday and Thursday 6:00am- 4:00 pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, M. Smith can be reached on (571) 272-1907. The central fax phone numbers for 
the organization where this application or proceeding is assigned are (571)272-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 

DUNG A. LE 
Primary Examiner 
Art Unit 2818 




